TRADE-MARK 
REPORTER 


DECEMBER 


= 7 


=| 
a 
4 
| 


| 


= 
\v 
o ~ 
~«* = 
%. 7 
s ot. = < 
af 
: a JZ oe . 
ae ey = 
4 ° ~ 
USP: x 
4, /, “ 
( a 
ee 4A EC "Fae? 
oath =: 3 
-< ~~ 
—_ «he a3e aa 
o . on dee Se 7 , 
a a = 
>. oe . - - 
TS: ie La 
1h fata. ay “7 a4 
2 “aX. at i, 
ALY; e-% \ y « 
- ‘ons . 4 A 
a FNS { y= 7 
PS oe Hh 
ew r } 
= ca a tie “a: 
a P/70e ; 
= 
4 - 
“4)* a 
; 
H | 
i 
‘on / é 
» SN E 
A ———— - 
——— ie 
iNT * “hh 
=a | 7. 
/ ved Va - 
3 = ~ 
~ 
’ 
4 
‘ 
' 1 $ 





The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers-and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 


Add to the above prices two and one-half percent for each year 
elapsed since year of publication, except in the case of the Digest. 
Transportation extra. 


Tue Unrrep States Trape-Marx Association, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 82 Nassau Street, New York City. 


Address all communications to 82 Nassau Street, 
New York City. 
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J ust Published 
TRADE-MARK PROTECTION 


and UNFAIR 


By WALTER J. DERENBERG 


Assistant Secretary, U. S. Trade-Mark 
Association; Lecturer on the Law of 
Trade- Marks, N. Y. University 


Presenting the modern law and its re- 
cent development in such manner as to 
enable the lawyer to give practical, re- 
liable advice to the business world on 


Trade-marks 
Trade names 
Unfair competition 
Good will 

Trade secrets and 
Allied matters 


In addition to the comprehensive cov- 
erage of the subject in general, the book 
deals in particular with certain vitally im- 
portant aspects of trade-mark protection 
which are not treated in any other book,— 
the advisability and effect of state reg- 
istration, the protection of foreign owned 
trade-marks, the present relationship be- 


TRADING 


tween the Patent Office and the courts in 
trade-mark matters, the influence exerted 
by the Federal Trade Commission, etc., etc. 

It is the only modern work presenting 
a broad survey of the law of trade-marks 
and unfair competition supported 
throughout with the leading modern cases. 


Comment by EDWARD S. ROGERS 
of the Chicago Bar— 

“May I express my appreciation of 
Doctor Derenberg’s work. It is char- 
acterized by an understanding of pres- 
ent day conditions, diligence in collect- 
ing material from unfamiliar sources, 
and a critical sense of the value of the 
material collected. The logical 
arrangement of Doctor Derenberg’s 
work and the method of treatment I 
believe will commend itself to the Bar. 
It certainly has to me.” 
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Burterick Pus. Co., et aL. v. FEDERAL TrapE CoMMISSsION 
(85 F. [2d] 522) 


United States Circuit Court of Appeals, Second Circuit 


August 13, 1936 


Unrarr Competition—DisrrisuTion oF MaGazines—CoMBINATION HARMFUL 
To Pustic. 

One magazine publisher may sell his magazines as he chooses, but 
two or more may not combine in the sale of their magazines in such a 
way as to harm the public or the persons affected by such action. 

Unram ComPeTirion—Feperat Trape Commission Act—TeEst. 

An unfair method of competition which is against public policy may 
be stopped by the Federal Trade Commission for that reason alone. 
Unrair CompetTition—Feperat Trape Commission Act—Powers or Com- 

MISSION. 

The Federal Trade Commission may issue cease and desist orders 
whenever methods of competition are unfair in interstate commerce 
and their prevention is in the public interest. It may not, however, 
properly act to prevent those trade practices which merely are offensive 
to proper standards of business morality. 

Unram CompetTiTion—Feperat Trape Commission Act—CoMBINATION IN 
RESTRAINT OF SALE OF MAGAZINES 

Held that the Federal Trade Commission had jurisdiction to issue 
cease and desist orders against complainants, magazine publishers, who 
had combined together to prevent retailers, who sold back numbers of 
said magazines to second-hand dealers, from dealing in complainants’ 
magazines. 

Unrairn Competition—Feperat Trane Commission Act. 

Held that the said magazine publishers were entitled to take con- 
certed action to prevent the sale of their new magazines to dealers 
who had sold their “coverless returns,” for which they had paid nothing. 


In equity. Appeal from a cease and desist order of the Federal 
Trade Commission. Affirmed. 
Chester W. Johnson and Dan J. O’Connell, both of Minneapolis, 
Minn., for petitioner Midwest Distributors, Inc. 
Robert Maloney, of New York City, for petitioner Frank A. 
Munsey Co. 
Joseph Schultz, of New York City, for petitioner MacFadden 
Publications, Inc., and Street & Smith Publications, Inc. 
Manheim Rosenzweig, of New York City, for petitioners Pic- 
torial Review Co., and International Circulation Co., Inc. 

Whitman, Ransom, Coulson & Goetz (George W. Hufsmith, of 
counsel), all of New York City, for petitioner S-M News 
Co., Ine. 
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W.T. Kelley Chief Counsel, Federal Trade Commission, Martin 
A. Morrison, Assistant Chief Counsel, both of Washington, 
D. C., and Robert N. McMillen and James W. Nichol, 
Special Attorneys, both of Washington, D. C., for re- 
spondent 


Before L. Hann, Aveustus N. Hanp, and Cuase, Circuit 
Judges. 


Cuase, C. J.: The petitioners were charged in a complaint 
filed by the Commission with using unfair methods of competition 
within the scope of section 5 of the Federal Trade Commission Act 
(15 U.S. C. A., § 45). They all answered and appeared at hear- 
ings before a trial examiner at New York and at Boston, where 
evidence was introduced in support of the complaint. At the close 
of these hearings, the petitioners (then respondents) filed a motion 
to dismiss the complaint for lack of evidence to support it, but the 
motion was overruled with leave to renew upon final argument. At 
a hearing later called for the introduction of evidence by the re- 
spondents, they all waived their right to offer proof and insisted 
upon their motion to dismiss. The cause was argued before the 
Commission, and upon the record made it found the facts and 
reached conclusions thereon upon which the order to cease and 
desist under review was made. This order provided that re- 
spondents, “their agents, employees and representatives, in connec- 
tion with the sale and distribution of magazines and other periodical 
publications in interstate commerce, forthwith cease and desist from 
the following acts and practices: 

“(a) By agreement, combination or concert of action among 
themselves, or between or among any two or more of them, or with 
others, preventing or seeking to prevent any person, firm or cor- 
poration lawfully owning the same, from selling to distributors 
thereof or dealers therein, second-hand or back-number magazines 
or other periodical publications; or 


“(b) By agreement, combination or concert of action among 
themselves, or between or among any two or more of them, or with 
others, preventing, or seeking to prevent, or causing or seeking to 
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cause wholesalers of magazines to prevent newsdealers or other 
retailers of magazines from buying and selling or dealing in second- 
hand or back-number magazines or other periodical publications, or 
in any manner interfering with the business of distributors of or 
dealers in such second-hand or back-number magazines or other 
periodical publications. 

“Provided, however, that nothing in this order contained shall 
prevent respondents from making such agreement or arrangements 
with, or taking such action against, wholesalers and retailers of 
their magazines or other periodical publications, as may be reason- 
ably necessary to prevent unsold publications, for which respond- 
ents have reimbursed or credited such wholesalers or retailers, from 
being again placed on sale as reading matter.” 

On sufficient supporting evidence the Commission found that all 
these petitioners were corporations duly organized under the laws 
of New York, except the Pictorial Review Company, which is a 
Delaware corporation, and Midwest Distributors, Inc., a South 
Dakota corporation. During all material times, the principal 
place of business of each petitioner was in the city of New York. 
All but International Circulation Company, Inc., S-M News Com- 


pany, and Midwest Distributors, Inc., were “engaged in the print- 


ing and publishing of periodical magazines and other periodical 
publications and in selling the same into and among the various 
states and territories of the United States and the District of 
Columbia.” Those last above named were engaged in the sale and 
distribution of such magazines in the same territory. For con- 
venience all the petitioners will hereafter be called publishers and 
all the periodicals will be called magazines. All of the publishers 
have caused magazines to be shipped in interstate commerce to the 
purchasers or consignees thereof, and there has been during all the 
time material a constant current of trade and commerce in such 
magazines between and among the various states and territories of 
the United States and the District of Columbia. All the publishers 
“are now, and at all times hereinafter mentioned have been, in 
substantial competition in interstate commerce among themselves 


and with other publishers and sellers of magazines .... and with 
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distributors of second-hand or back-number magazines as herein- 
after set forth. The aggregate business of these respondents (peti- 


tioners) amounts to substantially more than twelve million copies of 
each issue.” 


The magazines so transported in interstate commerce are sold 
to wholesalers for the most part by the publishers, though some are 
sold direct to the retailers consisting mainly of newsstands and 
drugstores not situated in territory served by any wholesaler. 
Midwest Distributors, Inc., and MacFadden Publications, Inc., do 
not sell to wholesalers or retailers but consign their magazines to 
them for sale. The other publishers sell outright. The Commis- 
sion further found and concluded as follows: 


At all times hereinafter mentioned and for an undetermined period 
prior thereto it has been the custom of the industry and trade that all 
magazines remaining unsold in the hands of the wholesaler and retailer 
would be returned to the publishers from whom received and the wholesaler 
or retailer reimbursed or credited in the amount paid therefor, so that 
the publishers received payment only for those magazines actually sold by 
their wholesalers and retailers during the current period, that is, from the 
time they were placed on sale until the succeeding issue of the same maga- 
zines were placed on sale. Also, it has been and is the custom that the 
wholesaler would reimburse or give credit to the retailer for all magazines 
remaining unsold in his hands at the end of the current period, so that the 
wholesaler receive payment only for those magazines which are sold by 
the retailer during the current period. Also, it is and has been the custom 
that instead of shipping back the entire unsold magazine, the cover only is 
returned, as a token that the same remains unsold, and wholesalers and 
retailers have been and are privileged to sell the remaining body of the 
magazine as waste paper, for their own account. The body of the maga- 
zine, from which the cover has been removed and for which the wholesaler 
or retailer has been reimbursed, is known in the industry and trade as 
a “coverless” magazine or “coverless return” or “return.” 

Paragraph Four: At all times hereinafter mentioned there were and 
now are throughout the United States, persons, firms and corporations 
hereinafter to be referred to as back-number distributors, engaged in the 
business of collecting non-current cast-a-way magazines, particularly 
story magazines, and selling them to retail dealers, consisting principally 
of newsstands, drugstores and other retailers handling current magazines. 
These non-current magazines, hereinafter to be referred to as “back-num- 
bers,” regularly retail at from one-third to one-fourth the sale price of the 
same magazine while current. The sources of supply of these back-number 
distributors, were and are principally waste paper dealers located through- 
out the United States and, to a minor extent, such organizations as the 
Salvation Army, junk dealers, etc. The back-number magazines have been 
and are in active, substantial competition with the current numbers. 

Paragraph Five: Among the back-number distributors above referred 
to were Back Number Wilkins, Inc., a corporation, and Eastern Back 
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Number Magazine Company located, respectively, at Danvers and at Lynn 
and East Saugus, Massachusetts. These two distributors at the times 
hereinafter mentioned dealt only in entire back-number magazines, as dis- 
tinguished from coverless magazines or returns, and were the principal dis- 
tributors of back-number magazines in eastern Massachusetts, and in the 
early part of the year 1932 had an aggregate of approximately 800 retail 
dealers in that area, 90 percent of whom were dealers in current magazines. 
The principal sources of supply of these two back-number distributors 
were waste paper concerns located in Massachusetts, New Hampshire, 
New York, Michigan, Pennsylvania, Ohio, Illinois and Missouri. When 
second-hand magazines were purchased by them from these sources of 
supply they were regularly shipped from said states to them at their re- 
spective places of business in Massachusetts. 

Paragraph Six: The retail dealers of the back-number distributors 
above named handled only entire, covered back-numbers and did not sell 
or offer for sale coverless magazines or returns. 

Paragraph Seven: In eastern Massachusetts the magazines of re- 
spondents were distributed by some thirteen wholesalers located in Boston 
and other towns and cities in that area. Respondents regularly sold and 
delivered current magazines from their respective places of business, 
located as aforesaid, to these wholesalers, who in turn supplied the retail 
dealers in that area, including 90 percent of the retailers handling the 
magazines of the back number distributors hereinabove named. 

Paragraph Eight: On or about November 5, 1931, representatives of 
the respondents, at a meeting in the City of New York, formed the 
Special Committee on Magazine Distribution, consisting of a _ repre- 
sentative from each of the respondent companies, to take action for 
and on account of respondents. The formation of said Special Com- 
mittee, and the action thereafter taken by it, was with the full knowl- 
edge and consent of the responsible executive officers of the re- 
spondent corporations. Thereafter and beginning on the first of April, 
1932, and continuing until about August 15. of that year, the Special Com- 
mittee dispatched letters to all of the wholesalers in eastern Massachusetts 
handling the magazines of the respondents demanding that they inform 
their retail deals(ers) that they, the retail dealers, would no longer be 
permitted to handle back-number magazines; that if they handled back- 
number magazines they would be denied further supplies of current issues. 
Upon receipt of these letters, the said wholesalers notified their retail 
dealers, both in writing and orally, that they would be required to choose 
between handling current issues and back-number magazines; that if they 
continued to handle back-number magazines they would no longer be sup- 
plied with current issues. 

Paragraph Nine: Because of the above-mentioned demands of re- 
spondents upon their wholesalers and of the notices of the wholesalers to 
their retailers approximately half the retail dealers handling both the 
current issues of respondents and the back-number magazines of the two 
distributors named, discontinued handling back-number magazines, and 
said distributors had difficulty in securing other dealers for the same 
reason. | 

Paragraph Ten: During the same period of time the above-mentioned 
letters to wholesalers in eastern Massachusetts were being dispatched, the 
Special Committee on Magazine Distribution was also seeking to interfere 





648 TWENTY-SIX TRADE-MARK REPORTER 


with the sources of supply of the back-number distributors, by bringing 
pressure to bear upon the Salvation Army and other sources of supply 
to prevent the sale of back-number magazines to those concerns distribut- 
ing the same to retail dealers. 

Paragraph Eleven: The result of the joint action of these respondents, 
as hereinabove found, has been and is to substantially interfere with and 
lessen competition between respondents and their wholesalers, on the other 
(sic) hand, and the said distributors of back-number magazines, on the 
other hand, thus depriving the public, to a substantial extent, of the bene- 
fits that would normally flow from such competition. 


Conclusion 

The acts and practices of these respondents under the circumstances 
hereinabove found and set forth, have been and are to the injury of their 
competitors and prejudicial to the public interest and constitute unfair 
methods of competition in commerce within the intent and meaning of 
Section 5 of the Act of Congress hereinabove entitled. 

While it is contended that the Commission was without juris- 
diction in that the unfair methods of competition found were not 
shown to have been used in interstate commerce, it seems too clear 
for controversy that they were. The new magazines whose source 
of supply was controlled by the publishers were largely shipped 
across state lines, and the threat to withhold them from dealers 
who did not sell new magazines exclusively would, if carried out, 
to that extent stop interstate transportation of the magazines. 
So, too, the second-hand magazines were largely transported from 
state to state, and the threatened curtailment of that business 
would have like effect upon interstate commerce. 

Though any one publisher acting alone may sell or not sell his 
magazines, as he may choose, Federal Trade Commission v. Ray- 
mond Bros.-Clark Co., 263 U. S. 565, 44 S. Ct. 162, 68 L. ed. 448, 
30 A. L. R. 1114, two or more may not combine in such refusal if 
the result is to harm the public or any person against whom the 
concerted action is taken, Binderup v. Pathe Exchange, 268 U. S. 
291, 44 S. Ct. 96, 68 L. ed. 808. 


While the Federal Trade Commission is not an agency for the 
enforcement of the Sherman Anti-Trust Act (15 U. S. C. A., 
§§ 1-7, 15 note), that act does require consideration in deciding 
what, in view of the public policy so declared, are unfair methods 
of competition which the Commission is authorized to suppress. 
Federal Trade Commission v. Beech-Nut Packing Co., 257 U. S. 
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141, 42 S. Ct. 150, 66 L. ed. 307, 19 A. L. R. 882 [12 T.-M. Rep. 
39]. And an unfair method of competition which is against public 
policy may be stopped by the Commission for that alone. Federal 
Trade Commission v. Klesner, 280 U. S. 19, 50 S. Ct. 1, 74 L. ed. 
138, 68 A. L. R. 888 [19 T.-M. Rep. 483]. 

The Sherman Act is to be construed in the light of the circum- 
stances attending each case by applying what is called the rule of 
reason in determining what concerted action unlawfully restrains 
trade or commerce among the several states. Standard Oil Co. v. 
United States, 221 U.S. 1, 31S. Ct. 502, 55 L. ed. 619, 34 L. R. A. 
(N. S.) 834, Ann. Cas. 1912D, 734; United States v. American 
Tobacco Co., 221 U. S. 106, 31 S. Ct. 632, 55 L. ed. 663; Board of 
Trade v. United States, 246 U. S. 281, 88 S. Ct. 242, 62 L. ed. 683, 
Ann. Cas. 1918D, 1207; Standard Oil Co. v. United States, 283 
U.S. 168, 51 S. Ct. 421, 75 L. ed. 926; Appalachian Coals v. United 
States, 288 U. S. 844, 53 S. Ct. 471, 77 L. ed. 825; Sugar Institute 
v. United States, 297 U. S. 553, 56 S. Ct. 629, 80 L. ed. 859. 

The Federal Trade Commission Act was in part at least aimed 
at the elimination of methods of competition called unfair which, if 
left untouched, would probably create the evils prohibited by the 
Sherman Anti-Trust Act. Federal Trade Commission v. Raladam 
Co., 283 U. S. 648, 51 S. Ct. 587, 75 L. ed. 1824, 79 A. L. R. 1191 
[21 T.-M. Rep. 575]; Federal Trade Commission v. Sinclair Co., 
261 U. S. 463, 43 S. Ct. 450, 67 L. ed. 746. The Commission may, 
and should, issue its complaint and, if its essential allegations are 
proved, make its order to cease and desist whenever the methods of 
competition are unfair in interstate commerce, and their prevention 
is in the public interest, though it may not properly act to prevent 
those trade practices which merely are offensive to a suitable 
standard of business morality. Northam Warren Corp. v. Federal 
Trade Commission, 59 F. (2d) 196 (C. C. A. 2). 

But in this instance the concerted attempt was to prevent the 
sale of second-hand magazines where the new magazines of the 
petitioners were sold in competition with each other and the second- 
hand ones. It was shown that the business of selling second-hand 
magazines had been seriously curtailed by the agreement of the 
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publishers and the action taken thereunder; and, except for some 
unsupported argument that the public health was endangered by the 
sale of used magazines, the action was plainly for the purpose of 
stifling competition. Certainly it is self-evident that an owner of 
second-hand magazines may of right sell them if he chooses, as may 
the owner of any other property suitable for sale. One need only 
remember the large use made of what are really second-hand books 
and magazines in the librariés throughout the country to put aside 
as inconsequential the notion that the business is injurious to public 
health. The requirement that dealers must not sell second-hand 
magazines where the new ones are sold as a condition precedent to 
being allowed to obtain new magazines for sale from the petitioners 
has been shown unreasonable and unnecessary to protect any legiti- 
mate rights of the publishers, and the order of the Commission 
under review should be affirmed, since the facts which support it 
have been found on sufficient evidence. Federal Trade Commission 
v. Winsted Hosiery Co., 258 U. S. 488, 42 S. Ct. 884, 66 L. ed. 
729 [11 T.-M. Rep. 277]; Federal Trade Commission v. Pacific 
States Paper Trade Association, 278 U. S. 52, 47 S. Ct., 255, 71 
L. ed. 534. 

Another phase of the matter should be noticed, however. Much 
has been made in argument of a claim that the practice of accept- 
ing the return of covers only for credit or reimbursement has en- 
abled unscrupulous dealers to sell as reading matter the coverless 
magazines for which they have paid nothing. Though the record 
does not lend much support to that claim, possibly because the peti- 
tioners saw fit to introduce no evidence themselves, it is plain 
enough that such a practice is possible and, if it is indulged in, that 
it is one which the publishers have the right to prevent by all fair 
means. Whether the means used are fair or not depends upon the 
necessities of each case. It is no answer to the publishers that 
they may prevent the wrong by refusing to accept covers for credit. 
That is a reasonable method for them to adopt if they want to in 
conducting their business, and they have the right to prevent the 
sale of the body of the magazines as reading matter whose covers 
they have taken, or agreed to take, back for credit or reimburse- 
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ment. It is our understanding of the cease and desist order that it 
does not cover instances where the claimed abuse of selling cover- 
less returns actually exists and that the publishers are permitted to 
take concerted action to prevent the sale of their new magazines 
where coverless returns are sold. It may not be an unfair method 
of competition to take such action to prevent the sale of their new 
magazines where any coverlesss copies of them are sold, in view of 
the likelihood that most coverless magazines will be coverless re- 
turns. Under the order made the publishers may do whatever is 
reasonably necessary to that end, and that fully preserves their 
rights. We assume that the Commission will make its order more 
specific in this respect if cause therefor is shown. 


Order affirmed. 


Hoover ComMpany Vv. GROGER ET AL. 
(55 P. [2d] 529) 


District Court of Appeal, Second District Division 2, California 


March 12, 1936 


Unram Competirion—Surnames—RiGur or Firsr User. 

It is the policy of the law to protect the business of the first person 
to enter the field doing business under a given name to the extent 
necessary to prevent fraud upon the business and upon the public. 

Unrar Competirion—Surnames—RiGur To Protection. 

A name long used by a business firm becomes an asset to the business 
and a third party may not use such name in his advertisements in such 
a way as to confuse the public to the disadvantage of the firm first using 
the name. 

TrapE-NamMes AND Unrair Competition—‘Hoover”—Listinc IN TELE- 
PHONE D1recrories. 

Plaintiff had for many years done business throughout the country 
and in and near the city of Los Angeles under the name “The Hoover 
Company” and “Hoover Suction Sweeping Company.” The listing of 
defendants, not connected with plaintiff, in the Los Angeles classified 
directory under the name “Hoover Vacuum Cleaner Repairing,” shown 
in large type, held unfair competition, and was enjoined. 


Action to restrain unfair competition. From a decision of the 


Superior Court, Los Angeles County, in favor of defendants, plain- 
tiff appeals. Reversed. 
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Jerome H. Kann, of Los Angeles, Calif., for appellant. 


Woop, J.: Plaintiff seeks to enjoin the publication of the 
names of certain defendants in that part of the telephone directory 
of defendant Southern California Telephone Company, commonly 
known as the classified business directory, in such a manner as to 
mislead the public concerning plaintiff’s business. The appeal is 
taken by plaintiff from a judgment in favor of defendants. No 
brief has been filed in this court by any of the defendants. 

The plaintiff, under the names “The Hoover Company” and 
“Hoover Suction Sweeper Company” is and for many years has 
been engaged in the business of manufacturing vacuum cleaners 
and maintaining repair stations in the city of Los Angeles and else- 
where throughout the nation. Plaintiff’s repair stations and branch 
offices have for a long period of time used the words ‘Hoover 
Vacuum Cleaner Repairing” in connection with their business. 
The business of plaintiff has become extensive and profitable and 
the name “Hoover” has become well known to the public. Defend- 
ant telephone company publishes periodically in the city of Los 
Angeles a classified business directory arranged alphabetically in 
connection with its general telephone directory and has published 
therein in large and conspicuous type the words “Hoover Vacuum 
Cleaner Repairing.” Under these words appear in much smaller 
type, also alphabetically arranged, the names of the seventeen de- 
fendants other than the telephone company, together with the 
addresses and telephone numbers of said defendants, the first being 
“Ace Reliance Electric Service Co.” and the last being, “Westlake 
Vacuum Cleaner Store.” The words “Hoover Vacuum Cleaner 
Repairing” appear above each of the names of the said seventeen 
defendants. In several instances the words “Hoover Vacuum 
Cleaner Repairing” appear in type of the same size as that in which 
the names of the defendants appear. It is alleged in the complaint 
that the defendant telephone company is about to again publish 
the same list in a manner similar to the former publication and that 
the defendants other than the telephone company, who have no con- 


nection with plaintiff, have caused the list to be printed as above 
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indicated with intent to deceive the public and secure for themselves 
business which otherwise would and would come to plaintiff by 
misleading the public into believing that the advertisement in ques- 
tion emanated from plaintiff and that said defendants are the 
authorized agents of plaintiff. 

It is the policy of the law to protect the business of the first 
person to enter the field doing business under a given name to 
the extent necessary to prevent fraud upon his business and upon 
the public. Benioff v. Benioff, 64 Cal. App. 745, 222 P. 835; 
Yellow Cab Co. of San Diego v. Sachs, 191 Cal. 238, 216 P. 33, 28 
A. L. R. 105. A second to enter the field may be enjoined from the 
improper use of the name established by the first to enter the field. 
Morton v. Morton, 148 Cal. 142, 82 P. 664, 1 L. R. A. (N. S.) 660. 
It is not necessary for the plaintiff to prove fraudulent intent. 
The defendants may be enjoined if the natural consequence of their 
conduct is such as to cause deception. Dodge Stationery Co. v. 
Dodge, 145 Cal. 380, 78 P. 879, 24 Cal. Jur. 630. Neither is it 
necessary for the plaintiff to prove that any one has actually been 
confused by the advertisement. Schwarz v. Schwarz, 93 Cal. App. 
252, 269 P. 755; Sun-Maid Raisin Growers v. Mosesian, 84 Cal. 
App. 485, 258 P. 630. 

A name long used by a business firm becomes an asset of the 
business and a party may not use that name in his advertisement 
in such a manner as to confuse the public to the disadvantage of 
the firm first using the name. Defendants list their own names 


in the directory under a general heading using conspicuously the 


name “Hoover,” a name they were not entitled to use and one 
which only the plaintiff was authorized to use. The name “Hoover” 
was used in such a manner as to publicize the business of plaintiff’s 
competitors and to lead the public to believe that the seventeen de- 
fendants referred to were duly authorized agents of plaintiff and 
naturally could be expected to render the quality of service gen- 
erally rendered by plaintiff. It is stated by Nims in his work on 
Unfair Competition and Trade-Marks (3d Ed.) p. 53: “Advertise- 
ments stating or suggesting that the one advertising possesses the 
good-will of one well-known in business, when such is not the fact, 
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constitute unfair competition.” In Menendez v. Holt, 128 U. S. 
514, 524, 9 S. Ct. 148, 144, 82 L. ed. 526, the plaintiff was the 
owner of a trade-name, “La Favorita.” The defendant used this 
name and used his own name in connection therewith. The court 
stated: “Holt & Co., then, having acquired the exclusive right to the 
words ‘La Favorita,’ as applied to this particular vendible com- 
modity, it is no answer to their action to say that there was no in- 
vasion of that right because the name of S. O. Ryder accompanied 
the brand upon flour sold by appellants, instead of the name of 
Holt & Co. That is an aggravation, and not a justification, for it 
is openly trading in the name of another upon the reputation ac- 
quired by the device of the true proprietor.” 

The defendants are without right to list the various names in 
the classified directory in the manner indicated. 

The judgment is reversed. 


We concur: Craix, P. J.; Goutp, Justice pro tem. 


OakitTE Propucts, Inc. v. Louis Borttz, Max Borirz and Davin 
Boritz, Individually and as Co-partners Trading and 
Doing Business Under the Firm Name of Bortas 
Propucts 


New York Supreme Court, Special Term, Part IV 
December 2, 1936 


Trape-Mark INFRINGEMENT AND Unrair Competition—Test. 
The test of infringement does not depend upon whether a purchaser 
will be confused when the packages of the commodity in question are 
laid side by side for comparison, but whether one with not a very clear 
recollection as to the real trade-mark is likely to become confused or 
misled. 
Unram CompetitTion—Simitark Get-Ur—Intent. 

Where the get-up of defendant’s package both in size, shape, color 
and design, was similar to plaintiff’s package, but defendants alleged 
that their trade-mark “Borite” was adopted in good faith, held that 
such intents may not be separated, but must be taken together and pro- 
tection be denied to both as a unit. 

Trape-Mark InrriIncemMENT—“OakiTe” anv “Bortre”—Conrustne SrM1- 

LARITY. 

The word “Borite” held to be confusingly similar to the word 
“Oakite,’ both used as trade-marks on a cleansing preparation. 
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Unrar Competition—Lasets—ConFusine SIMILARItTy. 

The use by defendants of labels which, in size, shape, design, and 
color, closely resembled that long in use by plaintiff, together with their 
adoption of the use of the word “Borite,” after plaintiff had long used 
the word “Oakite,” on similar products, held unfair competition and was 
enjoined. 

In equity. Action for trade-mark infringement and unfair 


competition. Injunction granted. 


Briesen §& Schrenk (Karl Pohl, of counsel), of New York City, 
for plaintiff. 
Matthew M. Levy, of New York City, for defendants. 


Justice Rosenman: This is an action to enjoin the defend- 
ants from violating the plaintiff's trade-mark and from engaging in 
acts of unfair competition. 

Plaintiff is a manufacturer of a cleansing compound which it has 
sold to the public for many years. The compound has been given 
a distinctive name of “Oakite’”’ which has been registered in the 
United States Patent Office and also in the office of the Secretary 
of State of New York. Approximately four million dollars has 
been spent through various advertising channels throughout the 
United States to popularize the product and trade-name. The 
cleanser is sold in a now familiar white and red package in size 
5% x 814 x 11,4 inches. 


The defendants very recently have begun the manufacturing of 
a cleanser similar in composition to that of the plaintiff’s to which 
they have given the name “Borite.” This name, too, has been 
registered in the office of the Secretary of State, but it has not been 
registered in the United States Patent Office. There has been scant 
advertising of this product and it has been sold on a comparatively 
minute scale. 


The defendants, nevertheless, have put its product in packages 
of the size 534 x 314 x 114 inches, have given to such packages a 
set-up in color, arrangement and design which I find are calculated 
to confuse prospective purchasers by their similarity to the plain- 
tiff’s product. 

The plaintiff on its application for a temporary injunction has 
already been granted some relief. On that application the court 
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held that the use by the defendants of its color scheme indicated “‘a 
studied imitation” of that of the plaintiff and consequently ordered 
the cessation of such use by the defendants. I find that the pack- 
ages adopted by the defendants since such temporary order have the 
same confusing effect. Since upon this trial the defendants say 
that they “have no fundamental objections to changing the color 
scheme of their package if the court deems that necessary,” the 
real controversy arises in the use of the name. 

The defendants cannot be enjoined from using its package 
merely because it is of a size similar to that of the plaintiff’s. As 
was said in Fischer et al. v. Blank, 188 N. Y. 244, 249, with respect 
to the use of a particular size and shape of package containing tea: 
“It is a convenient form in which to enclose merchandise of this 
character when offered for sale, and all who are engaged in the 
traffic in the commodity are free to use it without incurring the risk 
of liability for an infringement of the plaintiffs’ rights.” 

However, if the distinctive, non-descriptive name in connection 
with the use of the package bears such a resemblance to that of the 
plaintiff’s, or its general appearance is so similar 


that it is calculated to deceive and does in fact deceive the ordinary buyer 
making his purchases under the ordinary conditions which prevail in the 
conduct of the particular traffic to which the controversy relates (Fischer 
et al. v. Blank, supra, p. 252), or if the false is only colorably different from 
the true; if the resemblance is such as to deceive a purchaser of ordinary 
caution; or if it is calculated to deceive the careless and unwary; and thus 
to injure the sale of the goods of the proprietor of the trade-mark the in- 
jured party is entitled to relief (Colman et al. v. Crump, 70 N. Y. 573, 578). 


The true test of infringement does not depend upon whether a 
purchaser will be confused or misled when the packages of the 
commodity in question are laid side by side for visual comparison 
or whether by such comparison the fronts or the sides of the pack- 
age or the name of type of lettering by such singling out process 
are found to be the same or different. 
Whether there is an infringement of a trade-mark does not depend upon 
the use of identical words, nor on the question as to whether they are so 
similar that a person looking at one would be deceived into the belief that 
it was the other; but it is sufficient if one adopts a trade-name or a trade- 


mark so like another in form, spelling or sound that one with a not very 
definite or clear recollection as to the real trade-mark is likely to become 
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confused or misled, Northam Warren Corporation v. Universal Cosmetic 
Co., 18 Fed. (2d) 774, 775 [17 T.-M. Rep. 203]). 

Defendants’ package was a unit. That unit was made up of 
many elements: the name “Borite,” the shape and size of the pack- 
age and the design and color thereof. That the package was de- 
signed as a whole in a deliberate attempt to simulate that of plaintiff 
cannot be doubted. The defendants cannot assert that, although 
they may have unfairly copied plaintiff's package, their adoption of 
the name “Borite’ was in good faith. These intents may not be 
separated so that one be held good and the other not. Each de- 
pends on the other, and may not be considered independently. 
They make up together only one intent—unduly to imitate for the 
purpose of deception. Consequently, the one cannot be protected 


by this court and the other be held invalid. Protection must be 
denied to both as a unit. 


These packages are sold for a comparatively small amount of 
money. They do not require the outlay of large sums, which logi- 
cally make the purchaser more discriminating in the choice of 
product and more careful in examination of the goods sold to him. 

The defendants claim the right to use the name “Borite’’ be- 
cause it is derived from their family name merely by eliminating the 


‘ 


last letter of such name “z” and substituting the letter “e.’”’ There 
is no adequate explanation, however, as to why they adopted such 
name for their cleanser. They had manufactured other chemical 
compounds under the firm name of “Borlab Products” and had 
called such products “Very Best,” “Kleen-Wite,” “Cadet,” “Glo- 
Brite” and others. Obviously, therefore, the adoption of the name 
“Borite” for a compound similar to that of plaintiff’s was for the 
purpose of confusing it, in the mind of the purchasers, with the 
name of plaintiff's product “Oakite.’”” Even the use of one’s own 
family name will be enjoined if an improper use is made thereof 
(Paul Westphal v. Westphal’s World’s Best Corp’n, 216 App. Div. 
53; aff'd 243 N. Y. 689 [16 T.-M. Rep. 139]). 

The defendants likewise contend that the only similarity in the 
names is the ending “ite”; that the first syllables not only begin 


with different letters—one with a consonant, the other with a vowel 
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—but that the “‘o’s” following the first letters are pronounced differ- 
ently: viz., in “Borite” tie “Bo” is pronounced phonetically as 
though written as “Baw,” so that, entirely, it is pronounced 
“Bawrite,” whereas the “Oak” of “Oakite” is pronounced as though 
the “Oa” were just one long “o’’; O-kite. But this distinction is 


hardly tenable. It is just as probable that “Borite” be pronounced 


as though written with a long ‘“‘o’”—Bo rite—as written Bawrite. 


This is particularly so since the defendants claim a phonetic rela- 
tionship between “‘borite” and “boring through.” 

Without mentioning each by name, all of the cases cited by de- 
fendants in which injunctions were denied may be distinguished on 
the basis of the special circumstances existing in those cases. 

Although not a precedent, very pertinent and persuasive is the 
opinion of the Court of Customs and Patent Appeals in the case of 
Buckeye Soda Co. v. Oakite Products, Inc. (the plaintiff in this 
case), reported in 56 Fed. (2d) 462 [22 T.-M. Rep. 205]. There 
this plaintiff sought to have the trade-mark “Novite” of the Buck- 
eye Soda Company canceled as “likely to cause confusion or mis- 
take in the mind of the public or to deceive purchasers.” 


At pages 
463 and 464 the court said: 

It is true, as argued by counsel for appellant, that the marks are not 
identical, but differ, to some extent, both in sound and in appearance. 
However, they do closely resemble one another. The goods of the parties 
are common and widely used household articles, and are sold to the same 
class of people. Nevertheless, appellant, with knowledge of the value and 
popularity of the old and established trade-mark of appellee, selected a 
trade-mark closely similating it. 

We have held on several occasions that the general purpose of the 
law of trade-marks is to “prevent one person from passing off his goods or 
his business as the goods or business of another”; and that the purchasing 
public ought not to be required to dissect trade-marks in order to prevent 
confusion and deception. Considering the character of the goods of the 
parties the places where and the people to whom they are sold, we think 
that the involved trade-marks, considered as a whole, so nearly resemble 
one another that the use by appellant of its mark concurrently with the 
use by appellee of its mark would be likely to cause confusion and mistake 
in the mind of the public and would result in damage to appellee. 

Appellee, of course, is not entitled to a monopoly of the suffix “ite.” 
However as we said in substance in the case of Celotex Co. v. Chicago 
Panelstone Company, 49 Fed. (2d) 1051 [20 T.-M. Rep. 548], when appel- 
lant, a newcomer in the field, adopts and uses a mark having the suffix “ite” 
and a prefix not sufficiently dissimilar to the prefix of the appellee’s mark 
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to prevent confusing similarity of the marks as a whole, appellee is entitled 
to the relief intended to be afforded by the statute. 

The conclusion herein reached is arrived at without considera- 
tion of the testimony given by retail sellers of the products over de- 
fendants’ objection with respect to the effect of the sale of these 
packages upon the casual buyer. I am of opinion that such evi- 
dence is incompetent, since it seeks to establish by expert opinion a 
fact which the trier of the facts must decide and which is not of 
so technical a nature as to require the help of experts. 

Judgment for plaintiff. Findings of fact and conclusions of 
law passed upon. Settle decision and judgment. 


AKTIENGESELLSCHAFT Fur FEINMECHANIK VoRMALS JETTER & 
ScHEERER V. Kny-SCHEERER CORPORATION 


United States Court of Customs and Patent Appeals 


Opp’n No. 11,704 
November 9, 1936 


Trape-Marxs—Opposition—Time Limir ror Fininc APPEAL. 

Where appellant, sixty days after the date of the Commissioner’s 
decision dismissing his opposition, filed a notice of appeal to the Court, 
together with a stipulation by counsel of the parties that the notice of 
appeal might be accepted as though timely filed, and notwithstanding 
that the Assistant Commissioner granted an extension of thirty days in 
the matter, held that, inasmuch as the statute fixes a limit of forty days 
for the filing of appeals, and opposer had failed to file notice of appeal 
within such period, the Commissioner’s decision should be affirmed. 
On appeal from a decision of the Commissioner of Patents re- 

fusing an extension of time for filing notice of appeal. Affirmed. 


For the Commissioner’s decision, see 22 T.-M. Rep. 227. 
Thomas L. Mead, Jr., of Washington, D. C., for appellant. 
Per Curtam: On January 31, 1936, the United States Com- 
missioner of Patents rendered a final decision affirming that of the 


Examiner of Interferences which dismissed the opposition filed 
by Aktiengesellschaft Fur Feinmechanik Vormals Jetter & Scheerer 
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against an application for registration of a certain mark as a trade- 


mark by Kny-Scheerer Corporation, being opposition No. 11,704, 


and adjudged appellee entitled to the registration sought. Sec- 
tion 9 of the Trade-Mark Registration Act of February 20, 1905, 
as amended by an act of March 2, 1929, provides that in such 
cases a party dissatisfied with the decision of the Commissioner of 
Patents may appeal to the United States Court of Customs and 
Patent Appeals “‘on complying with the conditions required in case 
of an appeal from the decision of the Commissioner by an applicant 
for patent, or a party to an interference as to an invention, and the 
same rules of practice and procedure shal! govern in every stage of 
such proceedings, as far as the same may be applicable.”’ 

Section 4912 R. S., 35 U. S. C. A. 60, provides: 

When an appeal is taken to the United States Court of Customs and 
Patent Appeals (in a patent case), the appellant shall give notice thereof 


to the Commissioner, and file in the Patent Office, within such time as the 


Commissioner shall appoint, his reasons of appeal, specifically set forth in 
writing. 


Rule 149 of the United States Patent Office provides that the 
reasons of appeal shall be filed “within forty days, exclusive of 
Sundays and holidays but including Saturday half holidays, from 
the date of the decision appealed from... .” 

Rule XXV of this court provides: 


1. Any party desiring to appeal to this court from a decision of the 
Board of Appeals or the Commissioner of Patents shall file in the clerk’s 
office a petition, addressed to the court, in which he shall briefly set forth 
and show that he has complied with the requirements of sections 4912 and 
4913 of the Revised Statutes of the United States to entitle him to an 
appeal, and praying that his appeal may be heard upon and for the rea- 
sons assigned therefor to the Commissioner. Said reasons for appeal, hav- 
ing been filed with the Commissioner of Patents and made a part of the 
record, shall not be repeated in the petition of appeal. Said petition of 
appeal and a certified copy of the record in the proceeding shall be filed 
in this court and the case duly docketed within 40 days (exclusive of 
Sundays and legal holidays) from the date upon which said reasons for 


The foregoing seems to comprise all the statutes and rules here 
pertinent. 

It will be noted that the rule of the Patent Office does not fix 
any definite time within which notice of appeal must be given to 
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the Commissioner, but does fix forty days from the date of the 
decision appealed from as the limit for filing the reasons of appeal. 
So, the notice to the Commissioner obviously must be within that 
time—forty days. 

In the case at bar, appellant, on April 30, 1936, approximately 
sixty days after the date of the Commissioner’s decision, filed in 
the Patent Office a paper entitled “Notice of Appeal to U. S. Court 
of Customs and Patent Appeals, April 30, 1936.” This contained 
a statement of “reasons of appeal.” Along with it there was filed 
a stipulation, signed by counsel for the respective parties, reading: 

It is hereby stipulated by and between counsel for the respective parties 
hereto that the attached Notice of Appeal may be accepted as though 
timely filed. 

The said stipulation is endorsed “Disapproved May 6, 1936, 
Leslie Frazer, Asst. Commissioner of Patents.” 

Notwithstanding this disapproval, however, there has been pre- 
sented to the clerk of this court what purports to be a transcript 
of the record in said opposition No. 11,704, verified in the custom- 
ary manner by the Commissioner of Patents, under the seal of the 
United States Patent Office. This instrument is dated June 29, 
1936. 

It is observed that the same Assistant Commissioner of Patents 
who disapproved the stipulation, supra, on June 10, 1986, approved 
an application for an extension of thirty days from June 17, 1936 
(that is, extended to July 17, 1936), the time within which the 
transcript might be filed in this court. 

On July 15, 1936, appellant filed a motion that the appeal be 
accepted by the court; that such motion be decided prior to the 
printing of the record, and that, if accepted, its counsel be given 


thirty days after such acceptance to arrange for the defraying of 


the expense of printing the record. 

The motion is accompanied by an affidavit of counsel which 
states, in substance, that this is a case remanded to the Patent 
office by this court (presumably the case of Aktiengesellschaft Fur 
Feinmechanik, Vormals Jetter §& Scheerer v. Kny-Scheerer Corpo- 
ration, 21 C. C. P. A. (Patents) 877, 68 F. (2d) 974), and that the 
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question raised by the application is one of interest to both the gen- 
eral public and the Patent Office in that “it pertains to the right, in 
the absence of a named statutory limitation, of both parties of an 
interparties suit, to have an appeal heard, when, due to unfortunate 
circumstances, an order for praecipe was not filed within the arbi- 
trary time set by the Patent Office Rules.” It is not stated what 
the “unfortunate circumstances” were. 

On July 22, 1936, there was filed a “Memorandum of Kny- 
Scheerer Corporation” in which its counsel joins in the request that 
the appeal be heard “in order that full justice may be had in the 
premises.” This memorandum says that the case “is purely an 
interparties matter in which the Patent Office has no concern and 
therefore is quite analogous to the established practice in the 
Federal Courts in which technical rules are waived where both 
parties so desire.” 

Neither party has favored us with any authorities bearing upon 
the question. 

In the case of appeals in customs cases the statute itself fixes 
the time within which appeals to this court from decrees or judg- 
ments of the United States Customs Court may be taken at “within 
sixty days next after the entry of such decree or judgment, and not 
afterwards.” 

The Patent Office rule (149) which requires the filing of the 
Reasons of Appeal within forty days from the date of the decision 
appealed from is one of long standing. It is authorized by sec- 
tion 4912 R. S.; 85 U. S. C. A. 60, and, so far as we are advised, 
its reasonableness has never been challenged. It is not suggested 
in the case at bar that it is unreasonable. The section of the Re- 
vised Statutes alluded to does not specifically state that the com- 
missioner shall appoint the time by a general rule but the desir- 
ability of having a general rule is obvious, and we are of opinion 
that, having the rule, adherence thereto is imperative, so far as this 
court is concerned. 

The statute does not clothe us with authority to appoint the 
time within which the reasons of appeal shall be filed in the Patent 
Office. That authority is fixed exclusively in the Commissioner of 
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Patents. It may be that it lies within the Commissioner’s discre- 
tion to make an exception to the rule in a proper case, and grant 
more than the forty days fixed by the general rule but we do not 
undertake to pass upon that question here because the issue before 
us does not require that we do so. 

The stipulation that the time might be extended in the case be- 
fore us was not even presented during the forty days, but long 
after the forty days had expired. We regard the Commissioner’s 
action denying it as being binding upon us. 

Accordingly, the application that the appeal be now accepted 
by this court is denied, and it is ordered that the petition for appeal 
be stricken from the docket. 





DEcISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—A ppeal 


Frazer, A. C.: Refused to dismiss an appeal where it appeared 
that the appeal was filed without notice to the other party, which 
notice was given eight days later. 

In his decision, after stating that the motion was based on Rule 
158 of the Rules of Practice of the Patent Office, which provides 
that all papers in contested cases, including appeals, must be served 
on adverse parties, the Assistant Commissioner said: 

This rule should of course be complied with, and in the event of sub- 
stantial delay, or upon a showing of anything more than technical injury 
resulting from non-compliance, it may well be that the offending party 
should be deprived of his right to prosecute the appeal. Here, however, 
the time that elapsed between filing and service was only eight days, and 
registrant’s attorney appears to have had actual knowledge of the appeal 
two days after it was filed. No claim is made that registrant has been 


prejudiced, and upon the showing made it is not thought that a dismissal 
of the appeal is warranted. 


Descriptive Terms 


Frazer, A. C.: Held that the use and registration by The Dow 
Chemical Company of the name “Dow” enclosed in a diamond- 


1 Levy Bros. & Adler Rochester, Incorporated v. Jacob Siegel (Jacob 
Siegel Company, Assignee, Substituted), Canc. No. 2,844, 159 M. D. 695, 
June 23, 1936. 
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shaped border, and the word “Dowflake,” as a trade-mark for cal- 
cium chloride, which is used in certain types of road construction, 
is not sufficient to justify the refusal of registration to The Inter- 
state Amiesite Co., Inc., of Wilmington, Del., of the name 
“Downard,” as a trade-mark for bituminous paving and bituminous 
paving material, but that the applicant was not entitled to register 
its mark because it was merely descriptive of the goods and was 
not a name written in a particular or distinctive manner. 

With reference to the goods of the two parties, he said: 


Both these marks are applied to calcium chloride, which is used in cer- 
tain types of road construction. While these goods are specifically quite 
different from applicant’s bituminous paving material, their common use 
doubtless justifies the conclusion that they belong to the same class of 
merchandise for purposes of trade-mark registration. 


With reference to the question whether the two marks are con- 
fusingly similar, he said: 


The Examiner concluded they are not, and with that conclusion I am 
constrained to agree. Were the goods identical the question might be 
more difficult, but when the differences in the goods are considered in con- 
nection with the differences in the marks I am convinced that there is no 
reasonable likelihood of confusion. Purex Corporation vy. United Drug 
Co. (C. C. P. A.), 67 Fed. (2d) 918 [24 T.-M. Rep. 17]. 


With reference to the descriptiveness of the word “Downard,” 
as applied to the goods, after stating that applicant is one of several 
licensees under a patent issued to James Shelby Downard for an 
asphalt paving composition, and in common with the other licenses 
has been granted the right to use the name “Downard,” he said: 


While it may be true, as applicant urges, that the name “Downard” 
has not been accepted “by the public as a descriptive word of our lan- 
guage,” it seems clear from the record that to the trade “Downard” has 
reference to the patented article regardless of its source of origin, and to 
that extent at least the word has become descriptive. 


With reference to the manner in which the mark is displayed, 
he said: 


In the brief applicant describes its marks as “a distinctively displayed 
surname trade-mark comprising the name ‘Downard’ in block capitals 
crowded together in cigar-shape form, with letters of smaller size tapering 
from the center ‘N’ toward both extremities, and with a panel in the center 
partially obscuring the letters and bearing thereon the words ‘Rock 
Asphalt,’ in block letters of uniform size.” The drawing, however, shows 
no words in the panel, and the panel itself, which is outlined merely by an 
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erasure through the center of part of the letters, lends but little of dis- 
tinctiveness to the display as a whole. To my mind, the impression con- 
veyed by the mark is nothing more nor less than the name “Downard.”? 


Frazer, A. C.: Held that Mohawk Brush Company is not en- 
titled to register, under the Act of 1905, the notation “‘Bristle- 
comb” as a trade-mark for hair brushes. 

The ground of the decision is that the mark is merely descrip- 
tive of the goods. 

In his decision the Assistant Commissioner said: 


There can be no doubt that the word “bristle” is descriptive of a hair 
brush; and applicant’s product appears to be nothing more than a com- 
bined brush and comb, or a bristle brush having the additional properties 
or characteristics of a comb. It thus seems clear that the mark “Bristle- 
comb” consists merely in words which in combinaticn are descriptive of 
the goods with which they are used, or of the character or quality of such 
goods; and registration is expressly forbidden by the terms of the statute. 


With reference to applicant’s argument that the composite 
nature of the mark keeps it from being descriptive, he said: 


As no part of applicant’s mark is fanciful and arbitrary, a disclaimer of 
the word “bristle” apart from the word “comb,” and of the word “comb” 
apart from the word “bristle,” cannot serve to bring this case in line with 
the decision in Ex parte Pillsbury Flour Mills Co., 450 O. G. 3, relied upon 
by applicant, because in permitting such a disclaimer in that case it was 
held that the word “minute,” or its phonetic equivalent “minit,” of the com- 
posite mark “Minitmix,” was suggestive rather than descriptive of the 
goods involved. 


Then, after referring to the case of W. G. Reardon Laboratories 
v. B. & B. Exterminators, 71 Fed. (2d) 515 (C. C. A. 4), in which 
the term “Mouse Seed” was held not objectionably descriptive of 
rodent exterminator, he said: 


The case, however, is readily distinguishable from the one at bar in 
that, as pointed out in the opinion, the words there under consideration 
when used together “possess an element of incongruity which makes them 
unusual and unique,” because “in the ordinary acceptance of the word 
‘seed’ it would never convey to the mind by its use alone anything poison- 
ous.” In the combination of words adopted by applicant I can find noth- 
ing incongruous. As stated in the brief “it has been common practice 
for many years to manufacture and sell what are generally termed ‘mili- 
tary hair brushes,’ being a pair of brushes which are commonly used to 


2The Dow Chemical Co. v. The Interstate Amiesite Co., Inc., 


Oppn. 
No. 13,976, 159 M. D. 680, May 19, 1936. 
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both comb and brush the hair”; and if a bristle brush is used as a comb, 
it would seem neither unusual nor unique to refer to it as a bristle comb.* 

Frazer, A. C.: Held that Vortex Cup Company was entitled 
to register the term “T'winkles,’ as a trade-mark for paper cups, 
notwithstanding the prior use and registration by Oldmill Paper 
Products Corp. of two marks which disclose the representation of a 
windmill across which appear the notations “Crinkle Cups” and 
“Crinkle,” respectively, as trade-marks for paper cups, baking 
cups, baking dishes and the like, and that the petition for cancella- 
tion was properly dismissed. 

In his decision, after noting that the word features of the marks 
of petitioner had been disclaimed apart from the marks as a whole, 
he said: 

The representation of a windmill thus constitutes not only a prominent 
feature of the marks, but the only feature to which exclusive claim is made. 
A comparison of the complete marks disclosed in petitioner’s registrations 


with that of respondent convinces me that they are sufficiently dissimilar to 
insure against any reasonable likelihood of confusion. 


With reference to petitioner’s alleged use of the terms “Crinkle” 
and “Crinkle Cups” standing alone, he said: 


Most of petitioner’s goods have a crinkled edge, and of such goods the 
notations “Crinkle” and “Crinkle Cups” are clearly descriptive; but peti- 
tioner contends that certain of its flat “liners” do not have such a crinkled 
portion. The exhibits submitted in evidence support this contention, but 
also demonstrate that neither of the bare notations “Crinkle” and “Crinkle 
Cups” has been used as a trade-mark thereon. Each of the uncrinkled 
exhibits is watermarked with petitioner’s trade-mark shown in registration 
No. 255,940, which is the representation of a windmill with the words 
“Crinkle Cups” superimposed thereon; and this same trade-mark appears 
on the cartons in which these uncrinkled products are said to have been 
shipped. 


He then said: 


As petitioner could not own the word “Crinkle” as a trade-mark for 
goods of which it is merely descriptive, and has not established use of 
that word on any other character of merchandise, I can find no authority 
in the statute to warrant the cancellation of respondent’s registration, even 
though it be assumed that the registered mark is confusingly similar to 
petitioner’s descriptive word.* 


3 Ex parte Mohawk Brush Company, Ser. No. 351,220, 159 M. D. 684, 
May 20, 1936. 

#Oldmill Paper Products Corp. v. Vortex Cup Company, Canc. No. 
2,776, 159 M. D. 676, May 6, 1936. 
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Frazer, A. C.: Held that Parke, Davis & Company is not en- 
titled to register, under the Act of 1905, as a trade-mark for a skin 
lotion, the notation “Dermalac.” 

The ground of the decision is that the mark is merely descriptive 
of the goods. 


In his decision, after noting that the Examiner had held that the 
term “derma” and the term “lac” are respectively the Greek and 
Latin words for “skin” and “milk” and that the term “milk” 
appears to have current use in the pharmaceutical arts to designate 
a preparation of a milky consistency, and noting applicant’s argu- 
ment that the mark has no meaning to the general public sinc 


e its 
meaning as analyzed by the Examiner is derived from two lan- 
guages, and the mark as a whole is fanciful, the Assistant Commis- 
sioner said: 


It is my opinion that the meanings of the two words “derma” and “lac” 
are well known to a considerable portion of the purchasing public, and it is 
well settled that the statutory prohibition against the registration of de- 


scriptive words applies to those taken from foreign tongues just as it does 
to those of our own language. 


* . * 


The fact that applicant’s mark is made up of words from two languages 
does not impress me as being of controlling importance. If the mark as 


a whole is descriptive of the goods I think the origin of its constituent 
parts is immaterial.® 


Division of Classification 


Frazer, A. C.: Denied a petition that the Examiner of trade- 
marks be required to withdraw his requirement that typewriters be 
cancelled from the description of goods, since typewriters are classi- 
fied in Class 23, while the other goods are classified in Class 26. 

In his decision, after referring to the Act of May 4, 1906, pro- 
viding for the establishment of classes of merchandise, and stating 
that in view of this act the present classification was established, 
the Assistant Commissioner said: 


Any workable classification must be more or less arbitrary, and to shift 
a particular item from its established class to some other for the accommo- 
dation of an individual applicant would inevitably lead to confusion, and 
may easily create a more objectionable situation from the standpoint of 
the general public than that sought to be remedied. 


5 Ex parte Parke, Davis & Company, Ser. No. 363,516, 159 M. D. 696, 
June 30, 1936. 
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And then, after noting applicant’s argument that typewriters 
are clearly of the same descriptive properties as some of its other 
products, notably calculating machines, he said: 

While the requirement of division may work a hardship in this particu- 
lar case, I do not think that fact alone affords sufficient reason for reclassi- 


fying applicant’s merchandise, which is the action really sought by this 
appeal.® 


Geographical Terms 









Frazer, A. C.: Held that Rich Art Color Company, Inc., is 


not entitled to register under the Act of 1905, as a trade-mark for 
paints, the mark consisting of the word “Niagara,” displayed above 
a representation of two waterfalls. 

The ground of the decision is that the mark is merely geo- 
graphical. 

In his decision, after noting that “Niagara” is the name of a 
river and a county in New York, and of several villages throughout 
the United States and that the statute prohibits the registration of 
a mark which is “merely a geographical name or term” and re- 
ferring to the decision of the Court of Customs and Patent Appeals 
in In re Plymouth Motor Corporation, 18 C. C. P. A. 838, 46 Fed. 
(2d) 211 [21 T.-M. Rep. 157], wherein the court had held that it 
was improper to refuse to register a mark consisting of the picture 
of a sailing vessel at sea in association with the word “Plymouth” 
unless that word was disclaimed, and quoting from the decision, 
the Assistant Commissioner said: 
It would thus appear that the holding with respect to secondary mean- 
ing was unnecessary to the decision rendered. Be that as it may, a different 
conclusion was reached some two years later in Barber-Colman Co. v. Over- 
head Door Corporation, 20 C. C. P. A. 1118, 65 Fed. (2d) 147 [23 T.-M. 
Rep. 251], where the same court quite definitely held that a descriptive 


word claimed to have acquired a secondary meaning did not thereby be- 
come registrable as a trade-mark. 


He further said: 





As pointed out by Judge Lenroot in a specially concurring opinion, it 
would seem that this later case necessarily overruled that portion of the 
Plymouth case “which holds that if a geographical term has a secondary 
meaning, it is more than merely geographical, and is therefore registrable.” 


6 Ex parte Burroughs Adding Machine Company, Ser. No. 367,890, 159 
M. D. 691, June 19, 1936. 
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The rule is fundamental that “the last expression of the court on a subject 
is controlling as against prior opinions conflicting with it.” Martin v. 
City of St. Joseph, 136 Mo. App. 316, 117 S. W. 94. 


He then stated that even if the doctrine in the Plymouth case 
were to be followed, it was doubtful that it could be properly ap- 
plied to applicant’s mark, and said: 

A meaning other than a merely geographical one is claimed by reason 
of “its suggestive designation of the natural phenomenon of Niagara 
Falls’; but while the “suggestive designation” is doubtless present, cer- 
tainly “Niagara” does not mean “Niagara Falls.” When used alone it 
would more probable be taken to signify the river of that name. 

He then, after stating that both the applicant and the Examiner 
had called attention to a number of Patent Office decisions holding 
words more or less geographical to be registrable, said: 


Without attempting to reconcile these decisions with many others 
wherein a contrary view has been expressed, I am constrained to hold that 
no mark may be registered which consists in “merely a geographical name 
or term,” and that applicant’s mark is of that character. The language of 
the statute is clear and positive, and leaves no room for the exception of 
any geographical term from the prescribed prohibition.’ 


Goods of Different Descriptive Properties 


Frazer, A. C.: Held that the prior adoption and use by the 


Mohawk Milk Products Company, Inc., of the term “Gold Cross” 
as a trade-mark for canned milk and cream, furnishes no ground 
for refusing registration to General Distilleries Corporation of the 
same word as a trade-mark for gin,—the goods are not of the same 
descriptive properties. 

In his decision, after noting opposer’s argument that customers 
who are still prohibitionists, upon seeing its mark displayed upon a 
bottle of gin, would be likely to conclude that opposer had gone 
into the liquor business, and that a gin drinker would probably 
purchase applicant’s goods because of opposer’s registration, he 
said: 


The type of possible confusion here suggested by opposer is in my 
opinion both indefinite and farfetched. 

So far as I am advised no court has yet gone so far as to hold canned 
milk and gin to be merchandise of the same descriptive properties, or of 


7 Ex parte Rich Art Color Company, Ser. No. 354,661, 159 M. D. 697, 
June 30, 1936. 
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the same class. I am very clearly of the opinion that they are neither, and 
that no such confusion as is contemplated by the statute could possibly 
result from their sale under identical trade-marks.® 



































Frazer, A. C.: Held that a petition by Elgin National Watch 
Company for the cancellation of the registration under the Act of 
1920 by Royal Battery Corporation of the term “Elgin” as applied 
to storage batteries should have been dismissed. 

The ground of the decision is that the goods referred to in the 
petition for cancellation are not of the same descriptive properties 
as those of the registrant. 

In his decision the Assistant Commissioner pointed out that 
while applicant’s registration was for storage batteries, petitioner 
pleads use on “watches and watch movements, .. . . clocks, tachome- 
ters, altimeters and other aviation instruments.” 

Then, after stating that the Examiner’s decision seemed to be 
based rather on articles referred to in the testimony than those 


enumerated in the petition for cancellation and quoting such testi- 
mony, he said: 


It is probably true that ammeters and storage batteries, by reason of 
their conjoint use, are goods of the same descriptive properties within the 
meaning of the Trade-Mark Act; but I can find neither averment nor proof 
in the record before me that petitioner was using the word “Elgin” in con- 
nection with ammeters at the time this proceeding was instituted. Even if 
it be assumed, which I am not prepared to hold, that evidence of such use 
was admissible under the broad allegation of use on “other aviation in- 
struments,” I think the evidence adduced is wholly insufficient. To say 
that “we have had manufactured” is altogether too vague and indefinite to 
support a finding of present manufacture or of manufacture at any par- 
ticular time in the past. 


* * * 


Unless petitioner at the time it filed its petition was using the mark 
in connection with the same class of merchandise as that for which it was 
registered to respondent, the injury contemplated by the statute could not 
exist, and the mere fact that such use had been made at some indefinite 
time in the past is not deemed material.® 


Frazer, A. C.: The School Mfg. Co., Inc., appeals from the 
decision of the Examiner of Trade-Mark Interferences dismissing 








8 Mohawk Milk Products Company, Inc. v. General Distilleries Corpora- 
tion, Oppn. No. 14,303, 159 M. D. 719, July 31, 1936. 

9 Elgin National Watch Company v. Royal Battery Corporation, Canc. 
No. 2,795, 159 M. D. 686, June 10, 1936. 
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its opposition to the application of Barge Electric Shoe Cement 
Press, Lne., for registration of the word “Solvex”’ as a trade-mark 
for “‘a chemical solution for the removal of adhesive cement from 
a surface.” 

The case was submitted on an agreed statement of facts, from 
which it appears that opposer is the owner and prior user of the 
same mark for a corn remedy, and for a preparation for the treat- 
ment of athlete’s foot. On the specimen labels filed by applicant 
to show the manner in which its trade-mark is used, occurs the fol- 
lowing: 

This is an exclusive, efficient chemical solution for the removal of excess 
Barge Vulca-Soling Cement from leather, suede or satin shoe uppers. It 
will not harm or stain the leather or fabric in any way when applied. 

Upon this statement opposer predicates its argument that the 
goods of the parties are of the same descriptive properties within 
the meaning of the trade-mark act, “being all in a class of foot 


appliances for use on the human foot.”” The argument impresses 


me as fantastic. I do not think a solution for the removal of 


cement from shoes is a foot appliance, nor do I believe that it can 


belong to the same class of merchandise, as ointments and corn 
plasters. 

Opposer manufactures numerous other articles, some of which 
might conceivably be held to have characteristics common to appli- 
cant’s goods; but as they are not sold under the trade-mark here 
involved, I agree with the Examiner that their consideration in this 
proceeding is unwarranted. 

Opposer urges that to grant registration to applicant would 
violate opposer’s right to extend the use of its mark in the possible 
expansion of its business, and cites such cases as William Waltke 
& Co. v. Geo. H. Schafer & Co., 49 App. D. C. 254, 263 Fed. 650 
[10 T.-M. Rep. 246], where the Court of Appeals of the District 
of Columbia said: 


The owner of a trade-mark has the right not only to its exclusive use on 
goods which he has manufactured, but also on goods which he may after- 
ward produce if they belong to the same general class as those upon 
which he has been using the mark. 
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That, of course, is a well recognized principle of the law of 
trade-marks; but it has no application here for the simple reason, 
already noted, that opposer has never used its mark on any goods 
of the same general class as those for which registration is sought. 
The mere fact that it may have dealt in such goods, which is a 
point I need not decide, does not, in my opinion, bring opposer 
within the protection of the rule. It must first be made to appear 
that they were sold under the trade-mark for which protection is 
claimed. In this case there is a clear showing to the contrary. 

I think the opposition was properly dismissed, and the decision 
of the Examiner of Trade-Mark Interferences is accordingly 
affirmed.”® 


Initial Letters 












Frazer, A. C.: Held that American Federation of Labor was 
entitled to oppose the registration to the Joseph S. Finch & Com- 
pany of the notation “A. F. L.” as a trade-mark for whisky, 
brandy, etc., and that the registration sought should be refused. 
“A. F. L.” are the initials of opposer’s name; registration by 
applicant of these initials would injure opposer, and the registra- 
tion should be refused even though it is only a partial appropriation 
of opposer’s name. 
The Assistant Commissioner said: 
Opposer is not a corporation, but a voluntary association which had en- 
joyed a continuous existence of more than half a century when applicant 
adopted the mark sought to be registered. Clearly opposer should be 
afforded similar protection to that enjoyed by an incorporated “institution, 
organization, club, or society,” whose name is expressly denied registration 
by the statute; and in my opinion such protection is to be found in the 
subsequent proviso that no mark shall be registered “which consists merely 


in the name of an individual, firm, corporation, or association not written, 
printed, impressed, or woven in some particular or distinctive manner.” 









He stated that: 


Opposer’s proofs show that it customarily uses the abbreviated form of 
its name “A. F. of L.”; but that the notation “A. F. L.” signifies the 
opposer to the public is evidenced by a newspaper headline in one of 






10 Scholl Mfg. Co., Inc. v. Barge Electric Shoe Cement Press, Inc., Opp’n 
No. 14,231, August 28, 1936. 
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opposer’s exhibits, which reads: “Green Calls A. F. L. Council Here to Act 
on New Militant Policy.” 


He further said: 


That opposer does not deal in alcoholic beverages is not important. 
The only question is whether the partial appropriation of opposer's name 
by applicant “is of such character and extent” as to be “calculated to de- 
ceive or confuse the public,” and thereby injure opposer. 

I am convinced that such confusion and injury would be likely to result 
from applicant’s use of the contested mark on its goods.” 


Opposition—E vidence 


Frazer, A. C.: The Anacin Company, opposer in the above- 
entitled proceeding, petitions for reconsideration of its appeal from 
the denial of the Examiner of Trade-Mark Interferences of its mo- 
tion to reopen for the purpose of taking additional testimony. The 
Examiner was affirmed in a decision dated September 25, 1936. 

In the present petition it is asserted that neither the decision 
appealed from nor the one rendered on appeal contains a definite rul- 
ing on the precise question said to have been involved, namely, 
whether “certified abstracts of title’’ constitute primary evidence of 
ownership of assigned trade-mark registrations. The holding of 
this tribunal was that “certified copies of recorded assignments” are 
insufficient to prove such ownership, and I am unable to perceive 
any material difference between that point and the one now raised. 
Certainly I had intended to make no distinction. Moreover the 
sufficiency of opposer’s evidence in this regard was not directly in- 
volved. The Examiner of Interferences denied opposer’s motion to 
reopen solely on the ground that the showing made in support there- 
of did not warrant the relief sought, and that was the only ques- 
tion presented on appeal. 

Counsel now insist, however, that to hold “certified abstracts of 
title’ incompetent to prove ownership is contrary to established 
practice, and inconsistent with section 10 of the Act of February 
20, 1905, which reads as follows: 

That every registered trade-mark and every mark for the registration of 


which application has been made, together with the application for regis- 


11 American Federation of Labor v. Joseph C. Finch & Company, Oppn. 
No. 14,434, 159 M. D. 703, July 16, 1936. 


674 TWENTY-SIX TRADE-MARK REPORTER 


tration of the same, shall be assignable in connection with the good-will of 
the business in which the mark is used. Such assignment must be by an 
instrument in writing and duly acknowledged according to the laws of the 
country or State in which the same is executed; any such assignment shall 
be void as against any subsequent purchaser for a valuable consideration, 
without notice, unless it is recorded in the Patent Office within three months 
from the date thereof. The commissioner shall keep a record of such 


assignments. 

Prior to the amendment of March 8, 1897, section 4898 of the 
Revised Statutes, relating to the assignment of patents, was sub- 
stantially similar in its essential provisions of the section above 
quoted. In the case of City of New York v. American Cable Rail- 
way Co., 60 Fed. 1016, decided in 1894, the Circuit Court of 
Appeals of the Second Circuit had before it the question of the 
sufficiency of “duly certified copies of the Patent Office record” of 
certain purported assignments of patents to prove the execution of 
the assignments. The question was disposed of in the following 
language, which I think conclusively answers the contentions here 
made: 


The assignment of a patent is not a public document, but is merely a 
private writing. There is no statutory provision requiring it to be recorded 
in the Patent Office. Section 4898 of the Revised Statutes permits this to 
be done for the protection of the assignee against a subsequent bona fide 


purchaser or mortgagee. The section does not make the recorded instru- 
ment evidence, does not require the assignment to be executed in the 
presence of any public officer, or to be acknowledged or authenticated in 
any way before recording, and does not provide or contemplate that it 
shall remain subsequently in the custody of the office. It devolves upon 
the Patent Office merely the clerical duty of recording any instrument 
which purports to be the assignment of a patent. We are aware of no 
principle which gives to such a record the effect of primary evidence, or 
of prima facie proof of the execution or the genuineness of the original 
document. To give it such effect would enable parties to manufacture evi- 
dence for themselves. 


The petition for reconsideration is denied.” 


12 Anacin Company v. Wm. S. Merrell Company, Opp’n No. 15,051, 
November 4, 1936. 
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UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 








